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DETAILED ACTION 

1 . This Office Action is the answer to the communication filed on Julyl 0, 2001 , 
which paper has been placed of record in the file. 

2. Claims 1-8 are pending in this application. 



Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428. 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887. 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937. 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438. 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528. 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
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be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1-8 are rejected on the ground of nonstatutory double patenting over 
claims 1-8 of U. S. Patent No. 7,006,632, since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: A method for verifying a check, comprising: 
scanning the check to obtain data from a MICR line of the check, the data including a 
one-way hash value, obtaining customer-specific information that is not included on the 
check, providing the scanned data and the customer-specific information to a check 
verifier, etc.; A check verification system, comprising: a bank, a check printer, etc.; A 
self-authenticating check, comprising: a payor field, a payee field, a check amount field, 
and a MICR line, etc. 

Claim Rejections - 35 USC § 101 

5. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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6. Claims 6-8 are rejected under 35 U.S.C 101 because tlie claimed invention is 
directed to non-statutory subject matter. 

The claims, as presently claimed and best understood were reconsidered in light 
of the "Examination Guidelines for Computer-Related Inventions" and were found to be 
non-statutory. Discussion of the analysis of the claims under the guidelines follows. 

As to claims 6-8, the claimed invention is implemented as Non-functional 
descriptive material perse. "A self-authenticating check" is a Non-functional descriptive 
material. Descriptive material can be characterized as either "functional 
descriptive material" or "nonfunctional descriptive material." In this context, "functional 
descriptive material" consists of data structures and computer programs which impart 
functionality when employed as a computer component. (The definition of "data 
structure" is "a physical or logical relationship among data elements, designed to 
support specific data manipulation functions." The New IEEE Standard Dictionary of 
Electrical and Electronics Terms 308 (5th ed. 1993).) "Nonfunctional descriptive 
material" includes but is not limited to music, literary works and a compilation or mere 
arrangement of data. Both types of "descriptive material" are nonstatutory when claimed 
as descriptive material per se. Warmerdam, 33 F.3d at 1360, 31 USPQ2d at 1759. 
When functional descriptive material is recorded on some computer-readable medium it 
becomes structurally and functionally interrelated to the medium and will be statutory in 
most cases since use of technology permits the function of the descriptive material to be 
realized. Compare In re Lowry, 32 F.3d 1579, 1583-84, 32 USPQ2d 1031, 1035 (Fed. 
Cir. 1994) (claim to data structure stored on a computer readable medium that 
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increases computer efficiency held statutory) and Warmerdam, 33 F.3d at 1360-61, 31 
USPQ2d at 1759 (claim to computer having a specific data structure stored in memory 
held statutory product-by-process claim) with Warmerdam. 33 F,3d at 1361, 31 
USPQ2d at 1760 (claim to a data structure per se held nonstatutory). When 
nonfunctional descriptive material is recorded on some computer-readable medium, it is 
not statutory since no requisite functionality is present to satisfy the practical application 
requirement. Merely claiming nonfunctional descriptive material stored in a computer- 
readable medium does not make it statutory. Such a result would exalt form over 
substance. In re Sarkar, 588 F.2d 1330, 1333. 200 USPQ 132. 137 (CCPA 1978) 
("[E]ach invention must be evaluated as claimed; yet semantogenic considerations 
preclude a determination based solely on words appearing in the claims. In the final 
analysis under 101 , the claimed invention, as a whole, must be evaluated for what it is.") 
(quoted with approval in Abele. 684 F.2d at 907, 214 USPQ at 687). See also In re 
Johnson. 589 F.2d 1070, 1077. 200 USPQ 199. 206 (CCPA 1978) ("form of the claim is 
often an exercise in drafting"). Thus, nonstatutory music is not a computer component 
and it does not become statutory by merely recording it on a compact disk. Protection 
for this type of work is provided under the copyright law. 

Therefore, claims 6-8 are non-statutory, because they are directed solely to Non- 
functional descriptive material perse. 

Conclusion 

7. Claims 1-8 are rejected. 
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8. The prior arts made of recx)rd and not relied upon is considered pertinent to 
applicant's disclosure: 

Hayosh (US 6,212,504) discloses self-authentication of value documents suing 
encoded indices. 

Carney (US 6,181,814) discloses check fraud detection techniques using 
encrypted payee information. 

Schatz (US 5,341 ,428) discloses multiple cross-check document verification 
system. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Nga B. Nguyen whose telephone number is 
(571) 272-6796. The examiner can normally be reached on Monday-Thursday from 
9:00AM-6:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hyung S. Sough can be reached on (571) 272-6799. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group receptionist whose telephone number is 
(571)272-3600, 

10. Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
C/o Technology Center 3600 
Washington, DC 20231 

Or faxed to: 
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(571) 273-8300 (for formal communication intended for entry), 

or 

(571 ) 273-0325 (for informal or draft communication, please label 
"PROPOSED" or "DRAFT"). 

Hand-delivered responses should be brought to Knox building, 501 Dulany 
Street, Alexandria, VA, First Floor (Receptionist). 
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PRIMARY EXAMINER 



March 15,2006 



